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Bef ore Chapman, Wendel and Bucher, Adm nistrative Tradenark
Judges.

Opi ni on by Wendel, Admi nistrative Trademark Judge:
Intell ectual Property/ Technol ogy Law has filed an

application to regi ster PATENT ATTORNEYS AT LAWf or

“intell ectual property |egal services.”?

Regi stration has been finally refused under Section

2(e)(1) of the Trademark Act on the ground that the mark is

nmerely descriptive when used in connection with the recited

! Serial No. 75/808, 145, filed Septenber 24, 1999, claimng a
first use date and first use in comerce date of August 19, 1999.
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services. Registration has also been finally refused under
Sections 1, 2, 3 and 45 of the Trademark Act on the ground
that the proposed nmark fails to function as a service mark.

The refusals were appeal ed and both applicant and the
Exam ning Attorney filed briefs. An oral hearing was not
request ed.

Section 2(e)(1) Refusal

Atermis merely descriptive within the nmeani ng of
Section 2(e)(1) if it immediately conveys information about
a characteristic or feature of the goods or services with
which it is being used. See In re Gyulay, 820 F.2d 1216, 3
USP2d 1009 (Fed. G r 1987); In re Abcor Devel opnent Corp.
588 F.2d 811, 200 USPQ 215 (CCPA 1978). \Wether or not a
particular termis nerely descriptive is determ ned not in
the abstract, but rather in relation to the goods or
services for which registration is sought, the context in
whi ch the designation is being used, and the significance
the designation is likely to have to the average purchaser
as he or she encounters the goods or services bearing the
desi gnati on, because of the manner in which it is used.

See In re Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979). It
is not necessary that the termdescribe all the
characteristics or features of the goods or services in

order to be nmerely descriptive; it is sufficient if the
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term descri bes one significant attribute thereof. See In
re Pennzoil Products Co., 20 USPQ2d 1753 (TTAB 1991).

The Exam ning Attorney maintains that the term PATENT
ATTORNEYS AT LAWIi medi ately descri bes a feature, function,
use and purpose of applicant’s intellectual property
services, in that applicant’s services are perfornmed by
patent attorneys at |aw or attorneys at | aw who specialize
in patent law. The Exam ning Attorney has supported her
position with the dictionary definition of “attorney at

law’ as “an attorney”?

and by reference to applicant’s
substitute specinmens wherein it is indicated that
applicant’s services included patent attorney services by
such statenents as “IPTL is a full service intellectua
property firm providing |l egal representation in:

Acqui sition & Enforcement of Proprietary Rights
(Patents...).” (Exhibits C & D).

Applicant contends that PATENT ATTORNEYS AT LAWis a
suggestive conposite mark that is sufficiently incongruous
to create a commercial inpression distinct from any
descriptive conponents. Applicant argues that its mark is

i ncongruous because it is an odd conbination that diverges

fromgeneral English word fornul ati ons and usages.

2 The Anerican Heritage Dictionary of the English Language (3"
ed. 1992).
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Applicant states that the term“patent attorney” is
generally used to refer to attorneys who specialize in
patent |aw and “attorney at law’ is generally used for
addressing attorneys with or without specialties. Since
patent attorneys are by requirenent attorneys at |aw, the
addition of the phrase “at law’ is said to be superfl uous
or redundant on its face. Applicant clains to be the first
and excl usive user of the phrase as a mark and that
applicant has “therefore coined an incongruous and
unconventi onal phrase, whose facial inpropriety attracts

i medi ate attention of prospective clients.” (Supp. Brief
p. 4). This inpropriety is argued to nake applicant’s mark
sufficiently distinctive to create an entirely different
comercial inpression fromeither “patent attorneys” or
“attorneys at law”

Wil e the combination of descriptive terns may result
in adistinctive unitary mark, we do not find that to be
true here. The ternms “patent attorneys” and “attorneys at
| aw’ are both highly descriptive of the persons who perform
at |l east sone of applicant’s intellectual property |egal
services. The conbination remains nmerely descriptive,

i nasnuch as it has been shown by dictionary definition that

an “attorney” may also be called an “attorney at |aw.”
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Whet her or not the phrase PATENT ATTORNEYS AT LAWI s
redundant or superfluous, the descriptive significance of
the phrase as used in connection with applicant’s services
woul d be i mredi ately apparent to prospective clients.
There is no distinctive comrercial inpression created by
t he conbi nation as a whole; there is no suggestive, as
opposed to descriptive, connotation inparted to the term
“patent attorneys” by adding the term*“at law.” The
meani ng of the conposite phrase remains the sane; these
services are perforned by attorneys at | aw who specialize
in patent law. If we |ook at the conbination from anot her
vi ewpoi nt, nanely, the addition of “patent” to the term
“attorneys at law,” the phrase is clearly not redundant or
superfluous, in that “patent” adds the nane of the
specialty of these particular “attorneys at |aw.”

VWil e applicant attenpts to draw a parallel here to
the situation in In re Delaware Punch Co., 186 USPQ 63
(TTAB 1975) wherein the mark THE SOFT PUNCH was found not
to be descriptive for a non-alcoholic soft drink, it is to
no avail. As pointed out by the Board in that case, there
was a clear double entendre projected by the mark. Such is
not the case here. There is but one neaning inparted by
PATENT ATTORNEYS AT LAWand that is inmediately and highly

descriptive of a significant feature or characteristic of



Ser No. 75/808, 145

applicant’s services, i.e., that they are offered and
performed by attorneys at |aw who specialize in patent |aw,
or in other words, by patent attorneys at |aw.

Applicant’s argunent that it is the exclusive user of
this termas a mark is equally wthout nerit. As we have
often stated, the fact that applicant nay be the first
and/or the only user of the termfor services of this
nature is not controlling when the term unquestionably
projects a nerely descriptive connotation. See In re Polo
International Inc., 51 USPQ2d 1061 (TTAB 1999).

Accordingly, we find PATENT ATTORNEYS AT LAW nerely
descriptive when used in connection with applicant’s
intellectual property |egal services.

Section 1, 2, 3, and 45 Refusal

The second i ssue i s whet her PATENT ATTORNEYS AT LAW
as used by applicant in connection with its | egal services,
functions as a service mark to identify and distinguish
applicant’s services fromthose of others and to indicate
their source. The Exami ning Attorney maintains that
applicant’s use of its alleged mark is nmerely in an
i nformati onal sense, and thus fails to neet the aforesaid
requirements for a service mark. She describes applicant’s
uses of the termeither as a professional designation, as

the title of a paragraph describing applicant’s
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intellectual property legal qualifications, or as a part of
ot her information about applicant such as its address and
phone nunber.

Applicant argues that in its usages of the term such
as in its advertisenents (Exhibit D), the “incongruity and
di stinctiveness” of the mark is sufficient to create a
commerci al inpression separate and apart fromthe other
mat eri als appearing in the advertisenent and thus to result
in the termfunctioning as a service mark. Applicant al so
notes the use of the “SM designation to evidence the
function of this termas a service mark for the services of
applicant listed in these advertisenents.

Whet her or not a termfunctions as a service mark
necessarily depends upon how the termis used and how it is
percei ved by potential users of the services. To determ ne
what the perception of a termis, we nust ook to the
speci mens of record, which show how the termis used in the
mar ket pl ace. 1n re Mirtgage Bankers Associ ati on of
Anerica, 226 USPQ 954, 955 (TTAB 1985).

In the advertisenent being relied upon by applicant
(Exhibit D) the term PATENT ATTORNEYS AT LAW appears as

foll ows:
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TRIANGLE TECH NEWS nememome; 34

Intellectual
Technology Law

DFTL b fidll service imbelletinal property liw firs, geoviding legal eeprescmtation in

= Aoquiition & Exforoomest of = 4ot d'p & Mansgement of Inislkzsi
FPropretary Pty Property Aduirstratkon Frgraes
Tt *Cigmorighta s Frombe etst + |mbcont. (Wbt Trangurary | Ui

i
T o Imielastiial Progests Valimt s
Infrisg A & Desigy

* v llctmsd [rosperty Asfits. Aorvmsrnd Fhmta

Pabers Afomeys of Law™ = waw.ipll.osm
330 Cussirangls Crive, Suife 180 - Chopsl M, BC 37348
PHATIE0 » Taor TR RETEL

Putusting Tecksology ot the Leadisy Edge™

O her specinens include newsletters of applicant (Exhibits
A and B) which shows usage of the termin the follow ng

manner .

Patent Attorneys at Law™

Tutellvcisad Prapenty Techneiogy Law iy o fhll vervice inteillecteal
praperty faw fTrm engaged in pateniing leading edge developmeenits
fin bl kY seieices, clemicals, plocrmareiticals, ifirmaion
teclmalagy, microelectronics, mularials seience and otfer

ot arging LocRn olegiss.

We are in agreenent with the Exam ning Attorney that
such usages of the termwould be perceived by potenti al
clients as being purely informational in nature. 1In the
advertisenment, the many intellectual services are |isted as
being offered by the firmof IPTL (applicant); this is the

source of the services. The term*®“Patent Attorneys at Law
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nerely conveys information as to the professional capacity
of the persons in the firm The fact that the “SM
designation is displayed next to the termcannot in itself
create the commercial inpression that the termis being
used as a mark identifying applicant’s services and

di stingui shing themfromthose of others. See In re B.C
Switzer & Co., 211 USPQ 644 (TTAB 1981). The only usage
whi ch woul d be evident to potential clients would be as an
indicator of the titles of the persons perform ng these
services. As we have di scussed above, there is no non-
descriptive significance to the termwhich would raise it
above being purely informational in nature.

In the newsletters of applicant the term serves an
equal ly informational purpose, indicating the nature of the
persons who conprise the “full service intellectual
property law firnf identified by applicant’s nane,

Intell ectual Property/ Technol ogy Law.

Accordingly, we find that the term PATENT ATTORNEYS AT
LAW as used by applicant in connection with its services
fails to function as a service mark to identify and
di stingui sh applicant’s services fromthose of others and
to indicate their source.

Decision: The refusals to register under Section

2(e)(1) and Sections 1, 2, 3, and 45 are affirned.
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